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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

EMPRESA CUBANA DEL TABACO d.b.a.
CUBATABACO, Civil Action No.
97 Civ. 8399 (RWS)

Plaintiff,
V. DIRECT TESTIMONY OF
EDGAR M. CULLMAN, JR.
CULBRO CORPORATION and
GENERAL CIGAR CO., INC,,
Defendants.

1. My name is Edgar M. Cullman, Jr. and I am the President and Chief
Executive Officer of General Cigar Co., Inc.

Personal Background

2. I graduated from Yale University with a B.A. in 1968. After graduating
from Yale I enlisted in the U.S. Army. I was posted to the 500th Military Intelligence Group in
Japan. In 1971 I was honorably discharged from the Army at the rank of Specialist 4th Class.
Subsequently I entered the trainee program at Manufacturer’s Hanover Trust Company and
worked in the credit area in two branches. After almost three years with Manufacturer’s
Hanover, I entered the family business in 1974.

3. The Cullman family has been involved in the tobacco business since my
great-grandfather emigrated from Germany. For over a century, my family has been involved in
the buying, selling, and growing of tobacco leaf. My father became involved in the cigar
industry when he purchased a controlling interest in General Cigar Company in 1961.

4. I joined General Cigar as an Executive Trainee. I learned every aspect of
the cigar business from growing and processing tobacco to cigar making, as well as marketing

and sales. I started working in Puerto Rico where we sorted Connecticut wrappers. Later I



worked in our operations in Kingston, Jamaica; Tampa, Florida; and Wilkes-Barre and
Philipsburg, Pennsylvania. My job was to document all aspects of the cigar business and thereby
educate myself in the business in preparation for a management position.

5. In 1976, 1 was appointed Senior Vice President/Cigars and Tobacco of
General Cigar. In December 1976 I was appointed Executive Vice President in charge of
marketing for General Cigar. In 1978 I was appointed Executive Vice President and Chief
Operating Officer of General Cigar. In 1980, I became President of General Cigar and a member
of the company’s Board of Directors. I became President of Culbro Corporation in 1984. By
that time, Culbro, which was formed in the 1970s as the parent company of General Cigar, had
businesses in a wide variety of industries, including pharmaceuticals, plastics, distribution, real
estate, plant nurseries, mortgage finance and snack foods. From the late 1980s through the late
1990s many of those companies were sold or spun off.

6. In 1996, I became Chief Executive Officer of Culbro. In 1997, Culbro
was merged into General Cigar Holdings, Inc. As part of that transaction, all of the remaining
Culbro businesses other than its cigar business were spun off into a separate entity. In 1999,
General Cigar sold its mass-market cigar business to Swedish Match. In 2000, General Cigar
went private, and Swedish Match acquired a 64% interest in General Cigar.

7. When I was named President of Culbro in 1984, my focus shifted away
from the cigar business to a broader one, because Culbro owned operating companies in the
multitude of industries mentioned above. I was therefore not as involved in the day-to-day
management of General Cigar during that period. I was, of course, still ultimately responsible
for the cigar business, as I was for all our businesses. It was not until 1997, by which time we

had sold off most of our non-cigar businesses, that I began once again to focus solely on cigars.
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The Development of Cuban-Origin Premium Cigar Brands in the U.S. After the Embargo

13.  Although Cuban cigars have not been legally available in the U.S. since

the early 1960s due to the embargo, the names of many premium cigars sold in the U.S. today




trace their roots to Cuba. Prior to the embargo, all true premium cigars sold in the U.S. were
Cuban cigars made with Cuban tobacco. So, to U.S. consumers a premium cigar meant a Cuban
cigar.

14.  For many years following the implementation of the embargo, there were
few non-Cuban cigars to fill this significant void. As a result, a number of U.S. cigar
manufacturers, including General Cigar, purchased the traditional Cuban premium cigar brands
from the Cuban families who owned them and whose factories and Cuban trademark
registrations, along with other assets, were confiscated by the Cuban government. General Cigar
and other companies began marketing cigars with these brand names primarily in the U.S., using
non-Cuban tobacco. At the same time, the Cuban government and its instrumentalities sold (and
continue to sell) cigars made with Cuban tobacco under these pre-revolutionary Cuban brand
names in other parts of the world. The embargo thus gave rise to so-called “parallel brands.”

15.  General Cigar first began purchasing these traditional, pre-revolutionary
Cuban-origin brands in 1976. At that time, General Cigar purchased the Cifuentes family brands
including Partagas, Ramon Allones and Cifuentes. General Cigar determined that it was a good
business decision to purchase these brands primarily because they were Cuban brands and in the
U.S., a Cuban-origin name signified a premium cigar. We also felt that despite the 15-year
hiatus, cigar smokers at the time would recognize some of the brand names from having smoked
the cigars prior to the embargo; and that, when the embargo ended, there might be an opportunity
for us, together with the original owners, to reclaim the factories and other cigar-related assets
that were seized by Castro’s regime.

16. My father and I developed a consistent approach to marketing our Cuban-

origin premium brands. General Cigar would as a matter of course market premium cigars under



the brand name and trade dress (or elements of it) purchased from the original Cuban owners.
We would use the mark and the trade dress to take advantage of the marketing benefit resulting
from U.S. consumers’ association of Cuban brands with premium cigar status. Over time, we
came to manufacture and market many Cuban-origin brands in this way, including Partagas,
Bolivar, Flor de Cano, and La Gloria Cubana, among others. One of our best selling brands,
Partagas, is an excellent example of how important our brands’ Cuban-origin can be as a
marketing tool. At one time, the advertising tag line for Partagas was “the cigar that knew Cuba
when.”

17.  Other cigar companies took a similar approach to the marketing of
premium cigars after the embargo. Indeed, in the 1970s and 1980s almost all of the handful of
then-existing premium U.S. brands were brands with Cuban origins, marketed in conjunction
with the trade dress (or variants of it) of their Cuban counterparts. For example, Villazon sold
premium cigars using Cuban-origin brands including Punch, Hoyo de Monterrey, and El Rey del
Mundo. Consolidated Cigar sold Montecruz, a variant of the famous Cuban brand Montecristo.
After the Embargo

18.  General Cigar has always taken the position that after the Cuban embargo,
the opening of trade between our two countries could give a tremendous boost to the cigar
industry. Consumers will be extremely interested in trying Cuban cigars and cigars blended with
Cuban tobacco. We feel that we would be in a good position to benefit from this expansion of
interest in cigars as long as we have equal access to Cuban tobacco and Cuban cigars.

19. Tobacco, like wine grapes, takes on distinctive tastes because of the soil.
The French call it the “terroire.” The soil in the best growing areas of Cuba, the Vuelta Abajo
region, is perhaps unique in the world and provides Cuban tobacco with its distinctive taste.
Because General Cigar has proven expertise in growing and processing tobaccos from around the
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others in the U.S. cigar industry, are working to advocate this position with the U.S.
Government.

Discovery of the COHIBA Name

23.  Irecall first learning of the name COHIBA during a visit to Florida, where
I met with Oscar Boruchin, who was then a salesman for General Cigar. I do not remember
precisely when this trip occurred. I believe it was sometime in late 1977. In keeping with
General Cigar’s interest in using Cuban names to market premium cigars, I asked him to be on
the lookout for potential Cuban names for cigar brands; I do not recall whether I did that before
or after he told me about COHIBA. However, at about the time I first learned of the COHIBA
name or shortly thereafter, Mr. Boruchin also suggested two other Cuban names for possible
cigar brands, Vifiales (the name of a valley in Cuba) and Cienfuegos (the name of a town in
Cuba).

24.  Mr. Boruchin told me that COHIBA was the name given to cigars that
Fidel Castro gave as gifts to visiting dignitaries. I liked the sound of the name and thought it
would work well from a marketing perspective because it is short, powerful and easy to say or
pronounce and because, as a Cuban-origin name, it fit into our strategy for marketing premium
cigars. I also found the Castro connection interesting.

25.  Ishared the story with other people at General Cigar when I returned from
Florida. Everyone I spoke with appeared to share the feeling that it was a great name for a cigar.
We may have had some discussions about the fact that in Cuba it was the name for Castro’s
private cigar, which we found amusing. For example, Mr. Boruchin wrote me a note in March

1978 attaching an article; I do not recall the article, but the note says that Castro was doing our

marketing for us.| D291 |is a copy of the note. However, although the association with Castro




26.  1do not recall having read a November 1977 Forbes article about cigars

that contained a brief reference to COHIBA. However, I believe that it is likely I would have
seen it, because any article about cigars in a significant business periodical such as Forbes
probably would have been called to my attention.
Decision to Register COHIBA in 1978
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34. To my knowledge, no one at General Cigar had even seen the trade dress
for this particular brand at the time we applied to register the name. Unlike the pre-revolutionary
brands, COHIBA was not a known name in the U.S., and obviously neither the name nor the
trade dress had any meaning in the U.S. marketplace at the time. However, my intent from the

beginning was to market COHIBA the same way we marketed our other Cuban-origin brands.
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Sale of the Bundled COHIBA Cigar
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51. In the early 1990s, we also asked our outside counsel to conduct
trademark searches in a number of foreign countries, to see if COHIBA and several other brands,
including other Cuban parallel brands, were available. We intended to register those brands in
the countries where they were available. Irecall that we did end up registering COHIBA in
some former Soviet-bloc countries sometime in 1993 or thereafter.

Introduction of the Transitional Premium COHIBA Through Dunhill in 1992

52. Inlate 1992, General Cigar made the decision to relaunch COHIBA as a
transitional, premium cigar on a limited scale through Dunhill. General Cigar had previously
launched some of its other new products through Dunhill because we have a very good
relationship with the company and because of its position as a very prestigious, upscale retailer.
Dunhill was also the only cigar retailer with a truly national reach with stores in New York,
Chicago, Dallas, Atlanta and several other major metropolitan areas at the time. In essence,
Dunhill sold to the consumers whom we wanted to buy our cigars.

53.  The COHIBA cigar launched through Dunhill in 1992 was intended as a
transitional premium product, while General Cigar developed the super-premium cigar I had
envisioned since 1978 to be sold under the COHIBA name. We were committed to creating a
very special cigar, but we also needed to have a cigar in the marketplace to maintain the
company'’s rights in the mark.

54.  During this litigation, I was deposed on three occasions over the course of
four days. I was asked many questions, some of them over and over again. I reviewed the
transcripts of my deposition in preparing for my trial testimony. During my deposition I was
asked numerous questions about the length of time it would have taken to market a premium
cigar such as the one we sold through Dunhill in 1992. Iindicated that I believed it would have
taken more than three months from the preparation of the cigar to the launch at Dunhill. That is

14



because ordinarily when General Cigar launches an entirely new product, work begins many
months in advance. There are significant challenges in terms of developing and aging the blend,
the marketing, the packaging and the distribution. However, having reviewed documents from
that time period in preparation for my trial testimonyj, it is clear that we did bring the COHIBA
we sold through Dunhill in 1992 to market in less than three months. Because that cigar was a
transitional product, and we had a blend already in hand that was adequate for that purpose, it

makes sense that it would have taken less time than usual to take to market.
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dress. I also have no recollection of our decision to file an application to re-register our
COHIBA mark in December 1992 on the advice of our attorneys, although apparently I was
copied on a memo from Ron Milstein attaching Morgan & Finnegan’s advice recommending this
re-registration.

Launch of Cigar Aficionado

63.  Imet Marvin Shanken shortly after his company, Shanken
Communications, leased space in the building General Cigar owns. General Cigar advertises in

Cigar Aficionado and Wine Spectator, which he publishes. We are also business acquaintances.

64.  Ispoke with Marvin Shanken about his plan to launch a cigar magazine.
While I welcomed anything that would add life to the then moribund cigar industry, my initial
reaction to his concept was that it would fail.

65. I did not see any of the content of the magazine prior to the release of the
premier issue, nor did Mr. Shanken discuss the specific topics that he planned to cover before the
release of the premier issues. Based on my review of documents produced in this case, I
understand that there were two first issues, one for the U.S. and one for foreign markets.

66. Ihave a general recollection of reading the first U.S. issue and enjoying
the articles, but I was still skeptical about whether the magazine would succeed and whether
consumers would read it. I do not recall noticing the article about COHIBA at the time, although
I am sure I must have seen it. In preparation for trial, I reviewed a number of documents
regarding the sequence of events between 1989 and 1992. I know that General Cigar had wanted
to market a successful premium cigar under the COHIBA name since applying to registering it in
1978. It seems clear to me that the premier issue of Cigar Aficionado accelerated General
Cigar’s efforts both to bring the transitional, premium COHIBA into the market in 1992 and to
develop the super-premium COHIBA that we launched in 1997, as described below.

18




A (was ot
an influence on our decision to launch the premium COHIBA. As I clarified in my August 1,
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A was not really known in the U.S. until around 1995 or 1996 at the earliest. Obviously,
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first issue, in later issues Cigar Aficionado highlighted other brands that were relatively unknown
at the time, such as La Gloria Cubana, Fuente and Padron, but not Macanudo, which is the
nation’s most popular and well-known premium cigar. Likewise, I recall articles in Wine
Spectator about little-known wines such as Screaming Eagles and about the chef Alain Ducasse
before he had become famous. In this way, both publications were positioned as magazines for
insiders or aficionados, which let their audiences “in”” on Mr. Shanken’s discoveries. It was a
successful approach, but one that relied upon the formula of creating an aura of mystery or
exclusivity around these otherwise obscure brands.

73.  1do not believe that the article in the premier issue of Cigar Aficionado
significantly increased the awareness of the Cuban COHIBA in the U.S. It was the first issue of
the magazine. My recollection is that, like any new magazine, it took time for readers to accept
it as a source.

74.  1do believe that Cigar Aficionado had a significant role in the gradual

building of the wave of interest in cigars that became the cigar boom of the mid to late 1990s.
For the first time, cigars were being smoked in a very public way by very public figures. By

depicting celebrities who smoked cigars, Cigar Aficionado put an appealing light on the pastime

of smoking premium cigars.
Discussions with Nicholas Freeman

75.  In 1993, Nicholas Freeman was the managing director of Hunters &
Frankau, which then owned exclusive rights to distribute certain Cuban cigars in the United
Kingdom. General Cigar approached Nick Freeman because he had a good relationship both
with us and with Cubatabaco. I thought he could be an effective go-between for any negotiations
regarding General Cigar’s interest in a license to use the Cuban COHIBA trade dress in the U.S.
At this time, we were also interested in working with Cubatabaco to develop a post-embargo

21




position on the sale of the Cuban COHIBA and our other Cuban-origin brand names in the U.S.
My goal was to establish a dialogue with Cubatabaco on these and other issues through Nick
Freeman.

76. Ron Milstein and David Burgh were asked to follow through with Nick
Freeman. Mr. Milstein sent a memorandum to me, my father, and Mr. Burgh on about
January 14, 1993 describing our strategy to try to convince the Cubans to agree to allow us to use
their trade dress. It appears to be talking points in which we obviously evidence respect for their

efforts and success with their brand outside the U.S. The date listed on the memorandum is

January 14, 1992, but I believe that is a typographical error| D283 is a copy of that

memorandum. As the memorandum indicates, we hoped that post-embargo we could either
enter into a joint venture, or offer a license on our COHIBA name to Cuba in exchange for
exclusive distribution rights for Cuban COHIBA cigars in the U.S. I thought the proposal would
be a good business move not only for General Cigar, but also for Cubatabaco. General Cigar
could offer Cubatabaco its name and reputation in the U.S., its marketing and sales expertise, its
existing distribution networks, its clout in the U.S. cigar industry, and its unique position in the
premium segment in the U.S.

77.  Mr. Milstein and Mr. Burgh met with Nick Freeman in London later in
January 1993. Based on reports they gave to me, I viewed that meeting as a good start.

78.  In February 1993 I met with Nick Freeman in New York. At this meeting
I expressed General Cigar’s interest in ultimately re-launching General Cigar’s COHIBA as a
super-premium cigar using the Cuban COHIBA trade dress. I suggested to Nick Freeman that it
would be helpful if he would discuss the licensing issue with Francisco Padron, the head of

Cubatabaco at the time, during his next visit to Cuba.

22




81.  Later I sent a letter to Mr. Freeman that described our ideas for the trade
dress we might use for COHIBA and asked him to speak with Francisco Padron at Cubatabaco to

get his reaction| D44 is a copy of my April 20, 1993, letter to Nick Freeman.

82.  Ido not recall what happened after our meeting and my follow-up letter.

Sales of Transitional COHIBA Between 1992 and 1997

-
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84. Int ] two months of 1992, General Cigar shipped over 5,000

COHIBA cigars. Exhibits|{D234|and| D235|are true and correct copies of invoices reflecting

these shipments.

85.  In 1993, General Cigar shipped approximately 50,000 COHIBA cigars.

D236 [contains true and correct copies of sales records reflecting these shipments.

86.  In 1994, General Cigar shipped approximately 49,000 COHIBA cigars.

D288 [contains true and correct copies of sales records reflecting these shipments.

87.  In 1995, General Cigar shipped approximately 101,000 COHIBA cigars.

D289|contains true and correct copies of sales records reflecting these shipments.

88.  In 1996, General Cigar shipped approximately 96,000 COHIBA cigars.

D290 contains true and correct copies of sales records reflecting these shipments.

89.  During the first three months of the 1997 General Cigar sales year,

General Cigar shipped approximately 27,000 COHIBA cigars.| D251 contains true and correct

copies of sales records reflecting these shipments are attached as|D251. | During the several

months leading to the launch of our new super-premium COHIBA cigar (discussed below), we
chose not to ship any of our premium COHIBA cigars, in order to ready the marketplace for our
new COHIBA line.

Cubatabaco’s Public Statements in the Early 1990s

90.  Irecall reading two interviews with Francisco Padron that appeared in the

Spring 1993 and Spring 1994 Issues of Cigar Aficionado.| D72|and[D73 |are copies of these

articles. Mr. Padron, who was the head of Cubatabaco. stated that Cubatabaco did not care about
ownership of the historically Cuban brand names in the U.S. These statements were

Cubatabaco’s acknowledgement that General Cigar’s ownership was not in dispute.

24




Development of the Super-Premium COHIBA Ultimately Introduced in 1997
94.
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I believe our retaildrs and distributors would have been very angry knowing that we were not
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additional tobaccos would be available.
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

EMPRESA CUBANA DEL TABACO d.b.a.
CUBATABACO, Civil Action No.
97 Civ. 8399 (RWS)
Plaintiff,
v. DIRECT TESTIMONY
OF HARRY MARCUS
CULBRO CORPORATION and
GENERAL CIGAR CO., INC,,
Defendants.
Personal & Professional Background
1. I have been a partner at the law firm of Morgan & Finnegan since 1973. 1

jomed Morgan & Finnegan (then called Morgan, Finnegan, Durham & Pine) in 1964 after
graduating from New York University School of Law. I currently practice (and have always
practiced) intellectual property law at Morgan & Finnegan. I was admitted to the New York
state bar in 1965. I have been admitted to the federal bars of the Southern and Eastern Districts
of New York; the Second Circuit; the Federal Circuit; and the U.S. Supreme Court. 1 am
currently in good standing with the New York state and federal bars and have been since I was
admitted to them.

2. Morgan & Finnegan has represented General Cigar Co., Inc., Culbro
Corporation and their affiliates (hereinafter collectively “General Cigar”) in trademark matters
since before I joined the firm. I have been in charge of the General Cigar account for at least 25
years. Other attorneys at our firm who have worked on matters on behalf of General Cigar
include Dickerson Downing, Janet Dore, and Scott Greenberg. Morgan & Finnegan continues to

represent General Cigar today, including representing the company in this action.



3. Morgan & Finnegan is being paid for its representation of the company in

this action, including for the time spent in preparing for this testimony. My hourly billable rate
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Communications with Ronald Milstein Regarding Use of the Cuban COHIBA Trade Dress
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Morgan & Finnegan’s December 1992 Draft Opinion Letter

14.  In October 1992, Mr. Milstein sought advice on legally permissible label
designs which could be used in view of Cubatabaco’s COHIBA trade dress registration. It was
my understanding that General Cigar was planning to launch a new premium COHIBA cigar in
the U.S.; and that it wanted to develop its COHIBA brand using a trade dress consistent with the
trade dress used outside the U.S. for the Cuban COHIBA, in the belief that, when the embargo

6



lifted, this would be beneficial to both General Cigar and Cubatabaco for future marketing of

COHIBA brand products throughout the world. [ D281 is a true and correct copy of the letter

from Mr. Milstein asking me to look into this matter.









General Cigar’s 1997 Release of the Red Dot COHIBA

25.  Morgan & Finnegan also gave advice on the packaging of General Cigar’s
reformulated cigar in late June 1997. Although I was not personally involved in the discussions

at that time, I was aware that General Cigar’s marketing group was considering using the color

10



yellow inside the letter “O” of the word “COHIBA.” I discussed with Scott Greenberg, who
subsequently attended a meeting at General Cigar, the advice we would provide on this issue.
We agreed that Morgan & Finnegan would advise General Cigar that it should not use the color
yellow in order to avoid any possible claim by Cubatabaco, even if not valid, that it was
attempting to copy the Cuban COHIBA trade dress. General Cigar did not use the color yellow

in its packaging of what is now known as its “Red Dot” COHIBA cigar.

General Cigar’s Enforcement of the COHIBA Mark in the U.S.
26.  General Cigar aggressively protected its U.S. rights in the COHIBA mark.

11
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 1147309
For the mark COHIBA
Date registered: February 17, 1981

AND
In the matter of the Trademark Registration No. 1898273

For the mark COHIBA
Date registered: June 6, 1995

- X
EMPRESA CUBANA DEL TABACO, d.b.a. :
CUBATABACO, :

Petitioner, : .

: Cancellation No. 92025859
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- X

PARTY DESIGNATIONS*: Petitioner’s Designations During Its Trial Period—Yellow or Pink
Respondent’s Designations During Its Trial Period—Green
Petitioner’s Designations During Its Rebuttal Period—Blue

DESIGNATION in 97 Civ. 8399 (RWS), United States District Court, Southern District of New
York, Empresa Cubana de Tabaco d.b.a. Cubatabaco v. Culbro Corp. and General Cigar Co.,
Inc.):

Designated Federal Action Defendant’s Written Direct
Testimony of William McCaffery, dated May 29, 2003

* Designations made pursuant to the marking and filing procedure the Board has previously
approved, TTABVUE Nos. 138, 136, 135, 132, 91 and 89.



UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

EMPRESA CUBANA DEL TABACO d.b.a.
CUBATABACO, Civil Action No.
97 Civ. 8399 (RWS)
Plaintiff,
V. DIRECT TESTIMONY
OF WILLIAM
CULBRO CORPORATION and McCAFFERY
GENERAL CIGAR CO., INC.,
Defendants.
1. My name is William McCaffery. I am a partner in the advertising agency
McCaffery, Ratner, Gottlieb & Lane (“McCaffery Ratner”).
2. I graduated from the University of Pennsylvania in 1958, with a B.F.A. in

Fine Arts. I also spent a few years at the University of the Arts before I graduated from the
Univesity of Pennsylvania. Before, during and for a time after my college years, I was also a
jazz musician, and played tenor sax in Chico Hamilton’s quintet.

3. After graduation, I went straight to New York. I worked as a freelance
graphic designer, then joined Gray Advertising in 1959. In 1962, I established (with John
DeGarmo) DeGarmo McCaffery, an advertising firm. In 1972, 1 became Executive Vice
President and Creative Director at Norton Simon Inc., the consumer products conglomerate. In
1974, I joined Revlon as a Senior Vice President and Creative Director. In 1982, I started my
own advertising agency, McCaffery & Ratner, Inc., with my wife Sheila McCaffery and Sam
Ratner. The agency’s name changed to its current form in 1997.

4. Since 1990, McCaffery Ratner has been the advertising agency for

General Cigar’s premium cigars. We continue to provide services to General Cigar to this day.



A team consisting of me, Sheila McCaffery, Sam Ratner and Warren Pfaff has been primanly
responsible for all of McCaffery Ratner’s advertising campaigns for General Cigar.

5. I do not recall the precise date, but in late 1992, the four of us from
McCaffery Ratner met with David Burgh, who was then General Cigar’s President, and John
Rano, who was then General Cigar’s Vice President in charge of premium cigar marketing. (In
my November 9, 2000 deposition, I testified that I thought this meeting occurred in 1993, but
after further consideration, I now believe that it took place in the latter half of 1992.) We
discussed advertising for General Cigar’s premium brands generally. They said that demand for
cigars was increasing, and that General Cigar saw an opportunity to introduce a new super-
premium cigar, using the name COHIBA. By that time, I probably had seen the premier issue of
Cigar Aficionado, but 1 do not recall being aware of COHIBA before that meeting. Burgh and
Rano told us that there was a Cuban brand called COHIBA, but that General Cigar owned the
right to use the name in the United States.

6. Some time after that meeting, in early 1993, I had another meeting with
Burgh and Rano. We talked about how to position COHIBA relative to General Cigar’s other
premium cigars, MACANUDO and PARTAGAS. MACANUDO was the “benchmark” cigar —
the cigar by which all others were measured. Its advertising was focused on the cigar’s quality,
rather than its history or image. By contrast, PARTAGAS was positioned as a classic Cuban
cigar, made by the legendary Cuban exile Ramon Cifuentes, capturing the flavor of old Havana.
McCaffery Ratner had coined the tagline, “The Cigar That Knew Cuba When” for PARTAGAS.
Based on my conversation with Burgh and Rano, I understood my job to include differentiating

COHIBA from these and other cigars.





















IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 1147309
For the mark COHIBA
Date registered: February 17, 1981

AND
In the matter of the Trademark Registration No. 1898273

For the mark COHIBA
Date registered: June 6, 1995

- X
EMPRESA CUBANA DEL TABACO, d.b.a. :
CUBATABACO, :

Petitioner, : .

: Cancellation No. 92025859
V. .
GENERAL CIGAR CO., INC. .
Respondent. :
- X

PARTY DESIGNATIONS*: Petitioner’s Designations During Its Trial Period—Yellow or Pink
Respondent’s Designations During Its Trial Period—Green
Petitioner’s Designations During Its Rebuttal Period—Blue

DESIGNATION in 97 Civ. 8399 (RWS), United States District Court, Southern District of New
York, Empresa Cubana de Tabaco d.b.a. Cubatabaco v. Culbro Corp. and General Cigar Co.,
Inc.):

Designated Federal Action Defendant’s Written Direct
Testimony of Ronald S. Milstein, dated June 18, 2003

* Designations made pursuant to the marking and filing procedure the Board has previously
approved, TTABVUE Nos. 138, 136, 135, 132, 91 and 89.



UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

EMPRESA CUBANA DEL TABACO d.b.a.
CUBATABACO, Civil Action No.
97 Civ. 8399 (RWS)
Plaintiff,
V. DIRECT TESTIMONY
OF RONALD S.
CULBRO CORPORATION and MILSTEIN
GENERAL CIGAR CO,, INC.,
Defendants.
Personal & Professional Backeround
1. I am an attorney and am currently Vice President General Counsel of

Lorillard Tobacco Company in Greensboro, North Carolina. I graduated from Hofstra
University School of Law in 1981 and received my B.A. from the State University of New York
at Stony Brook. I was admitted to the New York state bar in 1982 and the North Carolina state
bar in 1997. I am also admitted to practice before the Eastern and Southern Districts of New
York as well as the Middle District for North Carolina. I am currently in good standing with the
New York and North Carolina state and federal bars and have been since I was admitted to these
bars.

2. I am receiving compensation for my time in preparing for this testimony
and reimbursement for my travel expenses in connection with my testimony. I am being
compensated on an hourly basis at the rate of $300 per hour. This rate is commensurate with the
amount of vacation time I had to use in connection with this action.

3. I joined Culbro Corporation (now General Cigar) in December 1983 as
Assistant General Counsel. At that time, Ross Wollen was the General Counsel. I later became

Vice President Assistant General Counsel and Assistant Secretary of Culbro Corporation. I held



that position until I was terminated in November 1993 due to a reduction in the company’s force
caused by a general downturn in all of Culbro’s businesses, including cigars. I remained with the
company, however, until approximately March or April 1994 in order to complete some projects.

I have no ongoing business relationship with General Cigar.

Communications With Outside Counsel Regarding Registering and Using the Cuban
COHIBA Trade Dress
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Cigar Management.| D281 [is a true and accurate copy of my letter dated October 1, 1992 to

Morgan & Finnegan requesting such advice. Morgan & Finnegan again advised against using
such a label.

November 1992 Trip To Havana, Cuba
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28. In the mean time, General Cigar prepared a proposal to be presented to
Cubatabaco through an intermediary. Our approach was to try to persuade Cubatabaco that it
was in everyone’s interest to allow General Cigar to use the Cuban COHIBA trade dress in the
U.S. so that we could market a high-quality Dominican COHIBA cigar in this country, not only
with the same word mark but also the same trade dress as the Cuban COHIBA. The proposal
was either to enter a joint venture with Cubatabaco for the sale of the Cuban COHIBA in the
U.S. post-embargo or to offer Cubatabaco a license in the U.S. in conjunction with an agreement

that General Cigar would be the exclusive distributor of the Cuban COHIBAS in the U.S. post-
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embargo. General Cigar asked Nicholas Freeman, a business contact at Hunters & Frankau,
which was also Cubatabaco’s U.K. distributor, to act as the intermediary and bring this proposal

to Mr. Padron. These plans are summarized in a memorandum from me to Edgar Cullman, Jr.,

Edgar Cullman, Sr., and David Burgh.| D283|is a true and accurate copy of this memorandum.

As part of the summary in this memorandum, I reiterated my understanding of General Cigar’s
rationale for seeking a license to use the COHIBA trade dress from Cubatabaco. As I explained,
General Cigar thought it made sense, in implementing its relaunch and repositioning of COHIBA
as a super-premium cigar, to use the Cuban trade dress just as we had done with our other Cuban
origin brands. Although the date on this document is January 14, 1992, I believe there is a

typographical error because it refers to a meeting that Mr. Burgh and I had scheduled with Mr.

Freeman on January 27, 1993.| D283 at GCP 0557.| Since this meeting actually took place in

1993, not 1992, the document should have been dated January 14, 1993.

29. In furtherance of General Cigar’s proposal, Mr. Burgh and I met with Mr.

Freeman on January 27, 1993 to discuss the specific terms of the proposal.| D297 |is a true and

accurate copy of a summary that I authored that detailed some of the ideas we discussed in that
meeting. This meeting is also summarized in a draft memorandum from me to Mr. Burgh, Mr.

Cullman, Jr. and Mr. Cullman, Sr. dated February 3, 1993, less than one week after the meeting.

D284 |s a true and accurate copy of this memorandum. Like my other memoranda from this

period, this memorandum was written in the normal course of business based on my personal
knowledge. Mr. Freeman was pleased that we decided to use him as an intermediary and
believed that Cubatabaco would be interested in General Cigar’s proposal. Although a meeting
was planned in February, I cannot recall if Mr. Freeman met with General Cigar again in New

York in February.
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General Cigar’s Enforcement Efforts To Protect Its COHIBA Mark
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